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Applicant's response of 5/23/08 has been entered. The examiner will address 
applicant's remarks at the end of this office action. 



1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -1 3, are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For claims 1,13, it is not clear as to whether or not the claim requires a step of 
preparing a patent application and also the filing the patent application. There is claim 
language directed to sending a message that indicates a request for an approval of a 
patent application, or that there is a message that requests one to prepare a patent 
application. The examiner notes that the claim never actually recites that the patent 
application is approved or even prepared. In view of the fact that the claim does not 
recite a patent application preparation or approval, one wishing to avoid infringement 
would not be clear on whether or not these steps are required, which relates to the 
language about the patent application and the due dates. If applicant is going to recite 
that a patent application is associated with the database, and that a due date is 
determined based on the filing date of the patent application, then the steps of preparing 
the patent application and filing the patent application have to be claimed; otherwise, it 
is not clear as to whether or not these steps are actually required in the claim scope. 
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3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Serbinis et al. (6584466) in view of Simpson et al. (6549894). 

For claims 1,8,9,10,13,14,15,17, Serbinis discloses a document management 
system that allows a document originator to upload a document to a server system so 
that other users of the system may access the document to review and/or modify the 
document. Also disclosed is that the system can track workflow and can track various 
tasks that are to be completed in a particular order, where notification of a task needing 
to be performed includes a preset date and time for the notification to be sent. Serbinis 
recognizes that the message itself that is related to a particular task needing to be 
performed may need to be sent at a particular time, which would relate to due dates for 
various tasks to be performed. The claimed step of storing a first workflow rule in a 
server system is satisfied in Serbinis by the disclosure that the system 17 can provide a 
workflow service. Upon receipt of a document from an originator, the system generates 
a notification to other users informing them that the document is now available for 
review. See column 5, lines 26-34; column 6, line 64 to column 7, line 3; column 7, 
lines 50-62; column 9, lines 9-32. See column 9, line 49-column 10, line 23. It is 
disclosed that upon receipt of a document the system sends a message to other user(s) 
informing them that the document is available for review. With respect to the claimed 
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step of storing the invention disclosure (interpreted as a document) in a database, this is 
disclosed by Serbinis. Serbinis discloses that the documents are stored in a database 
30. The claimed step of associating the invention disclosure with a case data unit in the 
database is deemed to be satisfied by the fact that in Serbinis, the various documents 
are stored in a database that associates file names and other various document related 
data to the actual stored document. The case data unit can be interpreted to be a file 
name or even any of the information that is stored when a relational database is used. 
See column 5, lines 35-line 62 for a discussion of the database and the various 
information that is stored therein. The stored document is associated with all of the 
stored data. With respect to the claimed step of receiving by the server a signal 
indicating a request to submit the invention disclosure for approval and the execution of 
message generation, this is seen as being satisfied by the fact that upon receipt of a 
document from an originator, the system generates a notification to other users 
informing them that the document is now available for review. This happens in 
response to receipt of the document. With respect to the tracking of elapsed times as 
claimed in the Markush grouping, applicant is referred to column 13, lines 51-57. The 
system of Serbinis tracks the various times of completion of various events and stores 
this data. Also disclosed is that the time of notification to a user is recorded and any 
events related to the document are stored, which includes the timestamp for the various 
events, for example see column 8, line 38 for the timestamp. 

With respect to the recitation that the message has a message content that 
requests approval to prepare a patent application, and the fact that the claim is directed 
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to the use of documents that are patent application documents, this is not taught by 
Serbinis. The examiner notes that Serbinis discloses three examples of different types 
of documents that the system can be used with. In column 9, lines 9-18, it is disclosed 
that the document can be a business plan for a startup company. In column 10, lines 
51-54, it is disclosed that the documents can be a book that is electronically distributed 
via the system of Serbinis. In column 14, lines 20-29 it is disclosed that the document 
management system of Serbinis can be use by a lawyer for clients and their documents. 
These three examples are a showing that the system of Serbinis can be used for any 
kind of documents that one desires. The type of documents that one uses the system 
of Serbinis with is a choice that would have been obvious to one of ordinary skill in the 
art and is something that does not involve more than ordinary skill in the art. One could 
use the system for documents related to sports, books, legal documents, movie 
reviews, draft reports, etc.. The kind of document that the system is used with can and 
will vary depending on whether it is used for a business plan for a company, for a book, 
or for a lawyer practicing law. With respect to the use of the system by a lawyer, it is 
very well known to one of ordinary skill in the art that lawyers work on patent 
applications for inventors, the examiner takes official notice of this fact. A part of the 
law that a lawyer may practice and that is covered in law school includes intellectual 
property and patents. With respect to the use of the system for patent application 
documents and invention disclosures, it would have been obvious to one of ordinary 
skill in the art to use the system of Serbinis for any kind of documents, including for 
patent application documents when used by a lawyer practicing patent law. If Serbinis 
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contemplated the use of the system for lawyers, then arriving at using the system for 
patent application documents would have been obvious to one of ordinary skill in the art 
because this is just one area of the law that a lawyer may work in and is an area that is 
very well known in the art to one of ordinary skill. This then results in a patent 
application being associated with the case data unit, which is the original document 
received into the system. The kinds of messages then generated by the system are 
those that would naturally flow from the fact that the documents are patent documents, 
such as messages relating to submitted specifications before they are filed (preparation, 
drafting preparation, etc.) and after they are filed (office actions, amendments, etc.). 
The content of the message itself is really non-functional descriptive material but the 
examiner has given full weight to the language because it is considered obvious 
anyway. 

Not disclosed by Serbinis is that a first due date for a foreign filing is calculated 
based on a filing date of a patent application, and that the due dates are maintained in a 
docketing system, and that a reminder is sent to a client system. Simpson discloses a 
computer system that is used for intellectual property law (patents). Simpson discloses 
that it is known in the art to track various due dates that are related to patent 
prosecution and send out reminders to individuals responsible for due date compliance. 
See column 1 , line 31 -column 2, line 57. Also specifically see column 2, line 1 5 and 1 6 
where it is disclosed that a foreign filing letter is sent to a client and that "Foreign file 
before deadline to receive priority filing date" is disclosed. Column 3, lines 4-27 
discloses that systems are known that can calculate due dates for various actions that 
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need to be done by various due dates. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide the system of Serbinis with 
the ability to calculate due dates for patent application related matters and to also send 
out reminders to individuals as claimed. The examiner has already addressed the use 
of the system of Serbinis with patent documents and Simpson discloses the use of a 
computer system to calculate due dates for patent documents, so one of ordinary skill in 
the art at the time the invention was made would have found it obvious to have the 
system of Serbinis calculate a due date for a foreign filing of an application, which is 
disclosed by Simpson. When one is using the system of Serbinis for patent related 
documents, the issue of filing in a foreign country as of a particular due date is 
something that would naturally arise as a result of the fact that you are dealing with 
patents. 

For claim 2, the content of the message is considered to be directed to non- 
functional descriptive material that is merely descriptive in nature. What the message 
says is not considered to be functional material. Also, reciting that "when read", the 
message allows for something to occur, this is not a positive recitation of another step 
occurring. This is not a recitation that the message is actually read by anyone and it is 
not a recitation to anyone approving or disapproving anything. The prior art satisfies 
what is claimed. 

With respect to claim 3, Serbinis discloses that when various tasks are 
completed, this fact is noted by the system and is stored in the system as an event 
relating to the document. The generation of the message is satisfied by the fact that 
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when a tasks is completed in Serbinis (which can be a review or preparation of a 
document, a tasks that needed completion), this is noted and a message can be 
generated to inform the originator that the tasks has been completed. When the 
invention is used for patent documents as has already been addressed, he kinds of 
messages generated by the system are those that would naturally flow from the fact that 
the documents are patent documents, such as messages relating to submitted 
specifications before they are filed (preparation, drafting preparation, etc.) and after they 
are filed (office actions, amendments, etc.). The examiner takes the position that the 
content of the message is directed to non-functional descriptive material and that when 
the system is used for patent related documents, the kind of message recited is one that 
would naturally flow from the use of the system for patent documents as has already 
been addressed by the examiner. 

With respect to claim 4, depending on how many authorized users are 
designated as having access rights to the stored documents for the completion of 
various tasks, and when there is more than one authorized user, sending the message 
of claim 3 to a third party, such as another authorized user of the document that is next 
in line to complete a task, is disclosed in column 10, lines 23-35. The fact that it is a law 
firm is non-functional descriptive material and is something that would flow from the use 
of the system by lawyers practicing patent prosecution. 

For claim 5, the claimed user groups are the groups of authorized users that are 
granted access to various stored documents. Access rights are disclosed in column 6, 
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lines 34-46 for example. The software of Serbinis does what is claimed as far as 
designating authorized user groups and providing them access to the store documents. 

For claims 11,12, see column 1 , lines 36-42, and column 1 line 63- column 2 ,line 
9. While this is disclosed in the disclosure of Serbinis, it is done so by a reference to 
background art. If one did not conclude that this was disclosed by Serbinis in an 
anticipatory sense, in view of the background art teachings, it would have been obvious 
to provide Serbinis with a message that included a link(s) as claimed so that the 
document could easily be accessed via the link. This is already something that is 
known in the art as evidence by Serbinis and the discussion regarding background art, 
so to provide it to Serbinis would have been obvious to one of ordinary skill in the art. 

For claim 16, Serbinis allows more than one party to store a document in the 
database, and the issue of the documents being patent applications and related 
documents has already been addressed. The system of Serbinis is fully capable of 
sending a document to another entity as claimed. The recitation that it is a patent office 
is noted but is directed to non-functional descriptive material. Simply clicking on an 
email send button reads on what is claimed. The submit icon can be a button that 
sends a document to another person, this ability is found in Serbinis. 

For claim 18, the claimed step of receiving information about a payment status 
and displaying the claimed information is satisfied by Serbinis due to the fact that it is 
disclosed that there is an administrative account feature that allows one to review an 
account and any account activity, see column 6, lines 57-63. Also see column 14, lines 
20-30 for a teaching of accounting and billing features that stores information relating to 
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billing and finances for a lawyers clients. A user can view their account information and 
this includes information on billings and payments. With respect to the language about 
the displaying of a filing status and a payment status as well as the "invention disclosure 
award", this is directed to non-functional descriptive material. The type of information 
displayed is also considered something that flows from the teachings of the prior art 
when Serbinis used for patent documents (the filing status). 

For claims 6,7, the language reciting that the client system is associated with a 
first technology developer, this is directed to non-functional descriptive material. The 
recitation to an association really does not mean anything specifically structurally or 
method stepwise and any user that ever has used a computer can be considered to be 
associated with that system. In Serbinis the various authorized users that are 
designated by the originator satisfy what is claimed with respect to different user 
groups. The claim reads on Serbinis having various authorized users perform certain 
tasks in a predefined order and the system informing them of the fact that it is now their 
turn to perform their task. The workflow rules are initially set up which satisfies what is 
claimed. It is initially defined and entered into the system by use of a "work station" (a 
computer). 

5. Applicant's arguments with respect to claims 1-18 have been considered but are 
moot in view of the new ground(s) of rejection. 
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6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dennis Ruhl/ 

Primary Examiner, Art Unit 3689 



